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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 

i 

13, 2006 has been entered. 

Amendment Entry 

2. The amendment entered March 2, 2006 has been previously entered. Claims 98- 
99 have been amended. Claims 1-97 and 100 have been cancelled. Claims 107-116 
have been withdrawn from consideration. Claims 98, 99 and 101-106 are under 
consideration in this office action. 

Withdrawal of Rejections 

3. The following objections and rejections have been withdrawn in view of ; 
applicants' amendments and arguments: 

a) The objection of claim 100; 

b) The rejection of claims 98-106 under 35 U.S.C. 1 12, second paragraph; and 

c) The new matter rejection of claims 98-106 under 35 U.S.C. 112, first 
paragraph. 
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Response to Arguments 

4. Applicant's arguments filed March 2, 2006 have been fully considered but they 
are not persuasive. The text of those sections of Title 35, U.S. Code not included in this 
action can be found in a prior Office action. 

Claim Rejections • 35 USC § 102 

5. The rejection of claims ' ■ • under 35 U.S.C. 1 02(b) as being anticipated by 
Zweig (US Patent 5,554,531 ) is maintained for reasons already of record. The rejection 

was on the grounds that Zweig teaches an apparatus comprising a j 

housing; an autostart means; heating element; and test strip. 

Applicants' assert that Zweig lacks any recitation of an apparatus wherein the 
autostart means comprises a capacitance sensor. As applicants' state in their response, 
a capacitor consists of two conducting plates which could be of any shape or size 
separated by an insulating material called a dielectric or dielectric layer. Zweig teaches 
two spaced apart plates composed of conductive material. This conductive material 
meets the limitations of a dielectric layer. Therefore the plates of Zweig meet the 
limitations of the capacitor plates of the instant application. Thus, applicants' arguments 
about measuring electrical resistance versus measuring capacitance are not 
persuasive, since there is no structural difference between spaced apart conductive i 
plates which have the ability to measure either resistance or capacitance. There must 
be a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. Since the prior art 
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structure is capable of performing the intended use, it meets the claim. Therefore 
contrary to applicants' assertions, Zweig meets the limitations of the claims and 
applicants' arguments are not persuasive. 

In response to applicant's arguments, the recitation of an apparatus useful for 
detecting the addition of a sample to a test strip in a lateral flow assay has not been 
given patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
Furthermore, in response to applicant's argument that the apparatus is useful for 
detecting the addition of a sample to a test strip in a lateral flow assay, it is noted that 
this \ recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. Therefore, applicants' assertions 
are not persuasive and the rejection is maintained. 



Double Patenting 

ooqq I6/-/06 

6. The rejection of claims 1 *' >' under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over U.S. Patent 
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No.6,1 36,610 is maintained. It is noted that applicants intend to file a terminal 
disclaimer, however the rejection will be maintained until the terminal disclaimer is filed 
and found proper. 

New Grounds of Objection 
Claim Objections 

7. Claims 102-106 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. These claimjare 

i 

drawn to biological sample however the claims fail to further limit the structure of the 
instantly claimed apparatus. Therefore clarification is required to overcome the 
objection. 

Conclusion 

8. No claims allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ja-Na Hines whose telephone number is 571-272-0859. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 



Application/Control Number: 10/634,331 



Page 6 



Art Unit: 1645 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynette Smith can be reached on 571-272-0864. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Ja-Na Hines 
May 22, 200i 




LYNETTE R.F.SMITH 
SUPERVISORY PATBff EXAMINER 
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